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" The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 



- Exiensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 



3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayie, 1 935 CD. 11, 453 O.G. 213. 
Disposition of Claims 

4) [3 Claim(s) 1-20 is/are pending in the application. 

4a) Of the above claim(s) 4-12 and 16-20 is/are withdrawn from consideration. 

5) [Z] Claim(s) 1_ is/are allowed. 

6) H Claim(s) 2.3 and 13-15 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)n accepted or bO objected to by the Examiner. 



If approved, corrected drawings are required in reply to this Office action. 

12) n The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) n Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)nAII b)\J Some*c)n None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

1 5) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 1 20 and/or 1 21 . 

Attachment(s) 

1 ) □ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) Paper No(s). . 

2) n Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) O Notice of Informal Patent Application (PTO-152) 

3) H Information Disclosure Statement(s) (PTO-1449) Paper No(s) 5 . 6) CH Other: 



Status 



1)H 

2a)n 



Responsive to communication(s) filed on 19 November 2002 . 
This action is FINAL. 2b)l3 This action is non-final. 



Applicant nnay not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
11)n The proposed drawing correction filed on is: a)n approved b)n disapproved by the Exanniner. 
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Claims 4-12 and 16-20 withdrawn from further consideration pursuant to 37 CFR 1.142(b) as 
being drawn to a nonelected invention, there being no allowable generic or linking claim. Election was 
made without traverse in Paper No. 9. Applicants did not traverse the requirement for restriction as it 
applied to Groups III-V, but only as it applied to Groups I and II. Applicants are correct that Group II 
(claims 2, 3, and 13-15) may be examined along with Group I (claim 1) to the extent that they (claims 2, 
3, and 13-15) include only those SEQ ID NOs examined for Group I without a serious search burden. 
Accordingly, Groups I and II are rejoined such that the SEQ ID NOs included in Group II are SEQ ID NOs: 
1, 4, and 8 (the SEQ ID NOs searched). 

The disclosure is objected to because of the following informalities. 

(a) In the table on page 22, a faint numeral "6" appears at the intersection of 
column 8, row 9. If a "6" ought to occur there, applicants should amend the 
application to make it clear. 
Appropriate correction is required. 

The disclosure is objected to because it contains an embedded hyperlink and/or other form of 
browser-executable code. Applicant is required to delete the embedded hyperlink and/or other form of 
browser-executable code. See MPEP § 608.01. 

These types of references appear in at least the following locations: 

(a) page 19, line 19 and 

(b) page 20, line 29. 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 2, 3, and 13-15 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant regards as the 
invention. The claims are vague and indefinite because they include SEQ ID NOs not searched (see 
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above). Cancellation of those SEQ ID NOs not searched {i.e. SEQ ID NOs: 2, 3, 5-7, and 9-13) would be 
sufficient to overcome this part of this rejection. 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claim 15 is rejected under 35 U.S.C. 112, first paragraph, as containing subject matter which was 

not described in the specification in such a way as to reasonably convey to one skilled in the relevant art 

that the inventor(s), at the time the application was filed, had possession of the claimed invention. The 

instant application does not disclose any particular open reading frame (ORF) of any of SEQ ID NOs: 1, 4, 

or 8) or any particular amino acid sequence for any polypeptide that may be encoded by any one of SEQ 

ID NOs: 1, 4, or 8. In Enzo Biochem Inc. v. Gen-Probe Inc. (63 USPQ2d 1609, Fed. Cir. 2002) the court 

stated (page 1613): 

In its Guidelines, the PTO has determined that the written description requirement can be 
met by "show[ing] that an invention is complete by disclosure of sufficiently detailed, 
relevant identif/ing characteristics . . . i.e., complete or partial structure, other physical 
and/or chemical properties, functionai ciiaracteristics wfien coupied with a i<nown or 
disciosed correiation tietween function and structure, or some combination of such 
characteristics. ... We are persuaded by the Guidelines on this point and adopt the PTO's 
applicable standard for determining compliance with the written description requirement. 

The instant application does not show any correlation of structure and function for any of SEQ ID 

NOs: 1, 4, or 8. Thus, the instant application does not provide an adequate written description 

of the claimed invention. 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claim 15 is rejected under 35 U.S.C. 101 because the claimed invention lacks patentable utility. The 

instant application does not disclose that any one of the polypeptides that may be encoded by SEQ ID 

NOs: 1, 4, and 8 is actually expressed in vivo{\he discussion in the written description rejection 

hereinabove is incorporated here). Thus, there is no disclosed utility for such polypeptides and there is 
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no readily apparent utility for such polypeptides. In fact, there can be no readily apparent utility for such 
polypeptides because the instant application does not provide an adequate written description of such 
putative polypeptides. 

Claim 1 is allowable over the prior art of record. 

Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to James Martinell whose telephone number is (703) 308-0296. The fax phone number for 
Examiner Martinell's desktop workstation is (703) 746-5162. The examiner works a flexible schedule and 
can be reached by phone and voice mail. Alternatively, a request for a return telephone call may be e- 
mailed to lames. ma rtinell@uspto.QOv . Since e-mail communications may not be secure, it is suggested 
that information in such requests be limited to name, phone number, and the best time to return the call. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Michael Woodward, can be reached on (703) 305-4028. The fax phone number for the organization 
where this application or proceeding is assigned is (703) 308-4242. 

Any inquiry of a general nature or relating to the status of this application or proceeding should 
be directed to the receptionist whose telephone number is (703) 308-0196. 



James Martinell, Ph.D. 
Primary Examiner 

Art Unit 1631 
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